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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 26 April 2004 has been entered. 

Claim Rejections - 35 USC§112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-10 and 12-20 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 recites "a further terminal" in line 9 of the claim and "a first portion 
operable to cause one of the component signals from the optical input terminal to be routed to 
said further terminal; and a second portion operable to cause a component signal present at said 
further terminal to be included in the optical output terminal" in lines 26-29 of the claim. That is 
claim 1 requires add/drop from/to the same further terminal. However, the specification teaches 
adding from a add terminal and dropping to a drop terminal, e.g., see p. 14, lines 28-29 of the 
instant specification. The specification does not teach add/drop from/to a single further terminal. 
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That is, the specification as originally filed does not provide support for the amendment and, 
therefore, the amendment is considered to have introduced new matter. The amendment of 
claims 16 and 19 includes the same new matter. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

5. Claims 1, 3-4, 6, 16 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ester et al. (PCT Pub. WO 98/47255). 

Regarding claims 1 and 19, Ester et al. discloses in FIG. 7 a WDM protection add/drop 
multiplexer (ADM). The ADM comprises an optical input terminal (labeled WEST WORKING 
with an arrow pointing to the right), an optical output terminal (labeled EAST WORKING with 
an arrow pointing to the right), a plurality of protection input terminals (the arrows pointing to 
the right in the box labeled PROTECTION WEST), a plurality of protection output terminals 
(arrows pointing to the right in the box labeled PROTECTION EAST), a plurality of add/drop 
terminals (labeled EAST TRIBUTARY and WEST TRIBUTARY, equivalent to further 
terminals), a demultiplexer (labeled INPUT DEMUX AND FILTER), a plurality of switching 
units (the diagram only show a switching unit for one channel, however, it is understood that 
similar arrangement can be applied to other channels) and a multiplexer (labeled OUTPUT 
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MUX). The switching unit can be operated to simultaneously drop a wavelength channel, 
extracted from the input terminal via input demultiplexer and filter, to west tributary and add the 
east tributary to the optical output signal which is sent to the output terminal. 

Regarding claim 3, the switching unit of FIG. 7 includes a third output to WEST 
TRIBUTARY. 

Regarding claim 4, FIG. 7 includes a plurality of drop terminals. 

Regarding claim 6, FIG. 7 includes a plurality of add terminals each of which is coupled 
to a third input of the switching unit. 

Regarding claim 16, the structure of each multiplexing unit of the claim is similar to that 
of claim 1 and has been discussed above. In addition, Ester et al, suggests in FIG. 1 and page 1, 
lines 6-9 that a plurality of such ADMs can be connected in a ring configuration. That is, the 
protection output terminals of a multiplexing unit of a first ADM are each coupled to a respective 
protection input terminal of a multiplexing unit of a second ADM, and the protection output 
terminals of the second ADM are each coupled to a respective protection input terminal of the 
first ADM. 

6. Claims 1, 3-4, 6, 16 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Thompson (U.S. Patent 6,249,510 Bl). 

Regarding claims 1 and 19, Thompson discloses in FIG. 2 a WDM protection add/drop 
multiplexer (ADM). The ADM comprises an optical input terminal 22, an optical output terminal 
21, a plurality of protection input terminals, a plurality of protection output terminals 24-1, a 
plurality of add/drop terminals 60-1 and 60-2, a demultiplexer 15-2, a plurality of switching units 
50-1 to 50-N and a multiplexer 25-2. The switching unit can be operated to simultaneously drop 
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optical signal X\, as extracted from the input terminal via demultiplexer 15-2, to the drop 
terminal 60-2 and add the optical signal X\ to the optical output signal which is sent to the output 
terminal 2 1 . 

Regarding claim 3, the switching unit includes a third output 60-2, 

Regarding claim 4, FIG. 2 includes a plurality of drop terminals to X^. 

Regarding claim 6, FIG. 2 includes a plurality of add terminals X\ to X^. 

Regarding claim 16, the structure of each multiplexing unit of the claim is similar to that 
of claim 1 and has been discussed above. In addition, Thompson suggests in FIG. 1 that a 
plurality of such ADMs can be connected in a ring configuration. That is, the protection output 
terminals of a multiplexing unit of a first ADM are each coupled to a respective protection input 
terminal of a multiplexing unit of a second ADM, and the protection output terminals of the 
second ADM are each coupled to a respective protection input terminal of the first ADM. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 2, 5, 7, 9-10, 17-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thompson (U.S. Patent 6,249,510 Bl) in view of Meli (U.S. Patent 
5,956,319). 

Thompson has been discussed above in regard to claims 1, 3-4, 6, 16 and 19. The 
difference between Thompson and the claimed invention is the structure of the switching unit. 
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The channel switching unit of Thompson has three inputs and three outputs for the purpose of 
add/drop and protection of the channel. It consists of four 1x3 switches and two 1x2 switches. 
Meli teaches in FIG. 2 a switching unit, consisting of five 2x2 switches, for add/drop and 
protection, which is equivalent to the switching unit of Thompson. The first and second inputs of 
switch 22 of FIG. 2 of Meli are coupled to the working and protection inputs, and its first and 
second outputs are coupled to the working output and protection output. One of ordinary skill in 
the art would have been motivated to combine the teaching of Meli with the WDM protection 
ADM of Thompson because the switching unit of Meli has less number of switches and uses one 
kind of switches. This simplifies the design, manufacturing and maintenance of the switching 
unit. Thus it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to replace the switching unit in the ADM of Thompson with the switching unit of Meli 
because it has less number of switches and uses one kind of switches, and therefore is simpler in 
design and easier to manufacture and maintain. 

9. Claim 8 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ester et 
al. (PCT Pub. WO 98/47255) in view of Cao (U.S. Patent 6,337,755 Bl) and Arecco (U.S. Patent 
6,400,476 Bl). 

Ester et al. has been discussed above in regard to claims 1, 3-4, 6, 16 and 19. The 
difference between Ester et al. and the claimed invention is that Ester et al. does not include 
regenerators and transponders in the ADM. Cao teaches in FIG. 1 the use of regenerators to 
reduce the noise accumulated in the transmission system. One of ordinary skill in the art would 
have been motivated to include the teaching of Cao in the ADM of Ester et al. because the 
regenerators reshape the digital signal and allow for transmission of data over long distance. 
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Arecco teaches in FIG. 2 the use of transponders to convert the optical signal from the 
transmitters to an appropriate wavelength for combining with the other channels of the WDM 
system. One of ordinary skill in the art would have been motivated to include the teaching of 
Arecco in the ADM of Ester et al. because a transponder can bridge incompatible facilities. Thus 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to include regenerators, as taught by Cao, and transponders, as taught by Arecco, in the 
protection ADM of Ester et al. because regenerators reduce transmission noise and transponders 
allow the interconnection of incompatible facilities. 

10. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ester et al. 
(PCT Pub. WO 98/47255) in view of Arecco et al. (U.S. Patent 5,903,371). 

Ester et al. has been discussed above in regard to claims 1, 3-4, 6, 16 and 19. The 
difference between Ester et al. and the claimed invention is that Ester et al. does not include an 
optical coupling section. Arecco et al. teaches in FIG. 2 an optical ADM with optical coupler 31 
and 43. Coupler 3 1 is between the input terminal and the input of the ADM for dropping a 
selective component signal. Coupler 43 is between the output terminal and the output of the 
ADM for adding a selective component signal. One of ordinary skill in the art would have been 
motivated to combine the teaching of Arecco et al. with the optical ADM of Ester et al. because 
it is desirable to receive and interpret the telemetry signal to control the switching unit. It is also 
desirable to add the telemetry at the output terminal to include management information such as 
quality measurements of optical signal in the telemetry channel. Thus it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to include couplers 
at the input terminal and output terminal for dropping and adding telemetry channels, as taught 
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by Arecco et al., in the protection ADM of Ester et al. because the incoming telemetry channel 
may contain information for controlling the switching unit setting and the outgoing telemetry 
channel may contain quality measurements of optical signal. 

1 1 . Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thompson (U.S. Patent 6,249,510 Bl) in view of Arecco et al. (U.S. Patent 5,903,371). 

Regarding claim 21, Thompson discloses in FIG. 2 a network node comprising a 
demultiplexer 15-1, a multiplexer 25-1 and a plurality of switches 30-2 (FIG. 2 only shows one 
switch for one wavelength channel, however, it is understood that similar channel switches are 
used for other wavelength channels in a WDM system). The difference between Thompson and 
the claimed invention is that Thompson does not teach a splitter for dropping a channel. Arecco 
et al. teaches in FIG. 2 to drop a telemetry channel via an optical coupler 32. A telemetry 
channel includes a plurality of components for various network management functions such as 
alarms, performance, wavelength channel assignment, etc. One of ordinary skill in the art would 
have been motivated to combine the teaching of Arecco et al. with the network node of 
Thompson because telemetry channel contains management information for the node such as 
information for reconfiguring the node for channel protection switching. Thus it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to include a 
optical coupler for dropping a telemetry channel, as taught by Arecco et al., in the network node 
of Thompson because telemetry channel contains management information for the node such as 
information for reconfiguring the node for channel protection switching. 

Regarding claim 22, Arecco et al. also teaches a coupler 44 for adding a telemetry 
channel to the output terminal of the node. 
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12. Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okazaki et al. (U.S. Patent 6,285,479 Bl) in view of Ester et al. (U.S. Patent 6,163,527). 

Regarding claim 21, Okazaki et al. discloses in FIG. 1 1 a WDM add/drop multiplexer 
(ADM). FIG. 1 1 comprises a demultiplexer 202 and a multiplexer 205 operable to be coupled to 
a working span of an optical network, a plurality of gate switches 203 and a splitter 201 coupled 
to the demultiplexer for dropping a signal and to supply the signal to the demultiplexer. The 
difference between Okazaki et al. and the claimed invention is that Okazaki et al. does not teach 
to switch a wavelength channel to another span. Ester et al. teaches in col. 4, lines 55-61 and 
FIG. 4 to protect individual channel independent of ring and span protection. For example, an 
individual channel can be switched from west working to east working, east protection or west 
protection. One of ordinary skill in the art would have been motivated to combine the teaching 
of Ester et al. with the ADM of Okazaki et al. because some failure may only affect certain 
wavelength range. In such case, an individual channel switching is more effective than a span or 
ring switching. Thus it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use switches between the demultiplexer and multiplexer for individual 
wavelength protection switching, as taught by Ester et al., in the ADM of Okazaki et al. because 
an individual channel switching is more effective for failures that only affect certain wavelength 
range. 

Regarding claim 22, Okazaki et al. also teaches a coupler 206 coupled to the multiplexer 
for adding signal to a multiplexed signal generated by the multiplexer. 

Allowable Subject Matter 

13. Claim 1 1 is allowed. 



Application/Control Number: 09/544,662 Page 10 

Art Unit: 2633 

Response to Arguments 

14. Applicant's arguments filed 26 April 2004 have been fully considered but they are not 
persuasive. 

The Applicant states "the Examiner appears to indicate that such an amendment would 
place claim 1 in a condition of allowance. Advisory Action, Page 2." This is not true. The 
Examiner indicates in item 7 of the Advisory Action that only claim 1 1 is allowed but claims 1- 
10 and 12-22 are rejected. The Examiner explains in item 5 of the Advisory Action, which 
continues into page 2, that the cited reference meets all limitations of claim 1. Therefore claim 1 
is not allowable. Item 5 of the Advisory Action clearly recites "The request for reconsideration 
has been considered but does NOT place the application in condition for allowance". The 
Examiner does not suggest or discuss in the Advisory Action any amendment. 

Regarding claim 1, the Applicant argues that output fiber 54 of Ester carries only a single 
wavelength, not "a plurality of optical component signals which are different" as claimed. 
However, input terminal 52 of Ester carries a plurality of wavelength and one of the plurality of 
wavelengths from 52 is dropped to the tributary. This reads on the limitation "one of the 
component signals from the optical input terminal to be routed to said further terminal" as recited 
in claim 1 . 

The Applicant also argues that the output path 60-2 of Thompson carries only a single 
wavelength X\ t not "a plurality of optical component signals which are different" as claimed. 
However, input terminal 22 carries a plurality of wavelength channels and 60-2 carries A-i, which 
is one of the plurality of wavelengths extracted from the input terminal 22 via demultiplexer 15- 
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2. This reads on the limitation "one of the component signals from the optical input terminal to 
be routed to said further terminal" as recited in claim 1 . 

Regarding claim 21, the Applicant argues that Arecco et al. does not teach a splitter 
operable ... to supply the signal to the demultiplexer. One cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091 , 
231 USPQ 375 (Fed. Cir. 1986). Claim 21 is rejected as being unpatentable over Thompson in 
view of Arecco et al. Thompson clearly teaches in FIG. 2 a demultiplexer 15-1 to receive a 
WDM signal. Arecco et al. teaches to place a splitter in front of a demultiplexing device for 
splitting the WDM signal into two parts, one part is dropped off and the other part is supplied to 
the demultiplexing device. Therefore, the combination of Thompson and Arecco et al. does 
teach "a splitter operable ... to supply the signal to a demultiplexer". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shi K. Li whose telephone number is 703 305-4341. The 
examiner can normally be reached on Monday-Friday (8:30 a.m. - 5:00 p.m.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 703 305-4729. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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